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DETAILED ACTION 

1 . This action is in response to the amendment filed on: 7/25/2006, and IDS filed 
on: 5/24/2006. 

2. Claims 1, 3, 17, 19, 20, 32, 34, 36, and 45 have been amended. Claims 1, 17, 
32, and 45 are independent claims. Claims 1-45 are pending. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1, 3-5, 10-13, 17, 19-21, 26-29, 32, 33-36, and 41-44 remain rejected 
under 35 U.S.C. 103(a) as being unpatentable over Arnold et al (US Application: US 
2003/0167271 A1, published: Sep. 4, 2003, filed: Aug. 28, 2001) in further view of 
CTAN (Dante, published: October 2002, page 1) and Hull (US Patent: 5,832,110, 
issued: Nov. 3, 1998, filed: May. 28, 1996). 

With regards to claim 1, Arnold et al teaches a method comprising: 
Generating PDF pages (paragraph 0006), corresponding to pages to the book 
(paragraph 0004: whereas, content of the pages can come from a book, and all pages 
of the book are processed (Abstract: whereas all pages are processed in the RDO file 
for conversion to PDF)) wherein the PDF page comprises content areas of text or 
graphics or both and non-content areas (Arnold et al, paragraph 021 1 , claim 18: 
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whereas, the pdf pages contain image data gathered from a RDO file, an also, the pdf 
pages contain margin data (rion-content/white space area) from a RDO file). 

However, Arnold et al does not teach a method for removing from the PDF pages, 
the non-content areas to generate cropped PDF pages of the content areas on PDF 
pages, and selecting a feature of the cropped PDF pages common to all the cropped 
PDF pages and aligning, in the PDF representation of the book, the selected feature of 
all cropped PDF pages. Additionally, as recited from claim 1, the statement: "... to 
facilitate avoiding an appearance of page jumping in the PDF representation of the 
book', is an intended use limitation, and intended use limitations are not required to be 
taught by the Office, see MPEP § 2106 Section ll(C). 

CTAN teaches a method for removing from the PDF pages the non-content areas to 
generate a cropped PDF pages of the content areas on each of the PDF pages (page 1 : 
whereas, "PDFCROP takes a PDF file as input, calculates the BoundingBox for each 
page by the help of ghost script, and generates an output PDF file with removed 
margins" (where the margins are white space/non-content areas that border the content, 
and all cropped content is saved in a single output PDF file)). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Arnold et al's PDF generating system to further include the 
ability to crop non-content areas of each PDF page to produce a cropped PDF as taught 
by CTAN, for each page of the book. The combination of Arnold et al and CTAN would 
have allowed Arnold et al's PDF generating system to have been able to have produced 
PDFs that are reduced in size for optimal storage and manipulation purposes. 
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However, Arnold et al and CTAN do not teach selecting a feature of the cropped 
PDF pages common to all the cropped PDF pages; and aligning, in the PDF 
representation of the book, the selected feature of all cropped PDF pages. 

Hull teaches a method for selecting a feature of a fragment of a first image and 
aligning a second image fragment to the selected feature (column 3, lines 40-51 : 
whereas through the use of image registration, images are aligned with each other 
using selected features common to each of the image fragments/documents). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Arnold et al, and CTAN's PDF modification and generation 
system to have further included to the ability to align cropped image document data 
(such as image data in PDF documents) through the method of aligning images using 
features that are common from another image. The combination of Arnold et al, CTAN, 
and Hull would have allowed Arnold et al's system to have been able to have generated 
PDF documents that are cropped and aligned through a selected feature that is 
common among PDF documents ("using an improved method of image registration" 
(Hull, column 2, lines 11-13)). 

With regards to claim 3, which depends on claim 1, Arnold et al and CTAN teach a 
method for cropping at least one of the PDF pages, in claim 1 , and is rejected under the 
same rationale. 

Furthermore, Arnold et al teaches the PDF pages generated will contain image and 
text content (paragraph 0017: whereas, the content retrieved from the RDO files to be 
placed in PDF pages include image (TIFF files) and text data (page numbers)). 
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Thus, it would have been obvious to one of the ordinary skill in the art at the time of 
the invention to have modified Arnold et al's PDF generation system to have used 
CTAN's method for cropping PDF pages, such the cropped pages comprise areas that 
enclose image and text content. This would have allowed Arnold et al's system to 
produced cropped PDF pages that contain text and image data. 

With regards to claim 4, which depends on claim 1, Arnold et al, CTAN, and Hull 
teach a method wherein the non-content portions correspond to white space comprising 
the borders around content, in claim 1 , and is rejected under the same rationale. 

With regards to claim 5, which depends on claim 1, Arnold et al, CTAN, and Hull 
teach a similar method wherein the method generates one cropped PDF page 
comprising all the content on the page, in claim 1 , and is rejected under the same 
rationale. 

With regards to claim 10, which depends on claim 1, Arnold et al, CTAN, and Hull 
teaches a method for selecting a common feature, in claim 1, and is rejected under the 
same rationale. 

Additionally, Hull teaches automatically selecting a common feature for alignment 
(column 1, lines 24-36: automatic selection is accomplished through automatic 
registration). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Arnold et al, CTAN, and Hull's PDF alignment system, to 
further use a method for automatic alignment as also taught by Hull. The combination of 
Arnold et al, CTAN, and Hull, would then have allowed users of Arnold et al's system to 
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have avoided manual alignment which would have been "labor intensive and slow" 
(column 1, lines 21-23). 

With regards to claim 1 1 , which depends on claim 1 , Arnold et al, CTAN, and Hull 
teach the cropped PDF pages, in claim 1 , and is rejected under the same rationale. 

Additionally, Hull teaches comparing images to each other to show their relative 
correspondence to each other (column 1, lines 16-23: whereas, a user compares two 
images to each other and thus, also views the correspondence to each other). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Arnold et al, CTAN, and Hull's cropped PDF alignment 
system to have further used Hull's method for comparing images to each other, such 
that cropped PDF images are compared to each other as well. The combination of 
Arnold et al, CTAN, and Hull would have allowed PDF images to be visually compared 
against each other for preview, or manual alignment purposes. 

With regards to claim 12, which depends on claim 1 1, Arnold et al, CTAN, and Hull 
teach aligning PDF pages, in claim 1, and is rejected under the same rationale. 

Furthermore, Hull teaches a method for manually aligning a selected image to the 
common feature of another image (column 1, lines 16-23: whereas, a user manually 
chooses one or more features for aligning the two images). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Arnold et al, CTAN, and Hull's PDF alignment system to 
further include the ability to manually align images, as also taught by Hull, such that the 
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combination would have allowed PDF images to be aligned with each other by 
referencing a common feature. 

With regards to claim 13, which depends on claim 1, Arnold et al, CTAN, and Hull 
teach aligning the pages, in claim 1 , and is rejected under the same rationale. 
Furthermore, Hull teaches a method for displaying aligned images (column 1, lines 15- 
23: whereas, a user views a display of images and manually moves an image until the 
common points are displayed as aligned, and thus the pages are displayed as aligned.) 

With regards to claim 17, Arnold et al, CTAN, and Hull teach a method comprising: 

• Wherein the PDF pages comprise content areas of text or graphics or both and 
non-content areas surrounding content areas, as explained in claim 1, and is 
rejected under the same rationale. 

• Removing the non-content areas to generate cropped PDF pages of the content 
areas on the PDF pages of the book, as explained in claim 1, and is rejected 
under the same rationale. 

• Selecting a feature of the cropped PDF pages common to all the PDF pages, as 
explained in claim 1 , and is rejected under the same rationale. 

• Aligning, in the PDF representation of the book, the selected feature of all 
cropped PDF pages, as explained in claim 1 , and is rejected under the same 
rationale. Additionally claim 17 includes the limitation: "... to facilitate avoiding an 
appearance of page jumping in the PDF representation of the book 1 , is an 
intended use limitation, and intended use limitations are not required to be taught 
by the Office, see MPEP § 2106 Section ll(C). 
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Furthermore, Arnold et al teaches a method for: 

• Scanning the pages of the book to create PDF pages (paragraphs 0004-0005: 
whereas, pages from books are scanned into RDO format, and then converted to 
created PDF pages). 

• The PDF representation of the book after the aligning step, as similarly explained 
in the rejection for claim 1. 

However, Arnold et al does not expressly teach printing the PDF representation of the 
book, after the aligning step. 

Yet, Arnold et al teaches printing the PDF representation of the book, after all 
processing necessary for the final PDF representation of the book, is finished 
(paragraphs 0010 and 0034: whereas, all processing necessary for the final PDF 
representation of the book is performed, and a JDF file is used with the PDF format to 
produce a print job for printing the book). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Arnold et al, CTAN, and Hull's method for aligning PDF 
pages of the book, such that the aligned PDF representation of the book is printed after 
all PDF pre-processing is completed, as also taught by Arnold et al. The combination 
would have allowed Arnold et al to have analyzed/preprocessed data "describing the 
arrangement of pages and images on the page in the final document" (Arnold et al, 
paragraph 0009) and also, "when all the pages have been processed, the final PDF file 
is self contained and ... sent to an. output device" (Arnold et al, paragraph 0010), where 
the output device includes a printer (Arnold et al, paragraph 0026). 
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With regards to claim 19, which depends on claim 17, for performing a method 
similar to claim 3, is rejected under the same rationale. 

With regards to claim 20, which depends on claim 17, for performing a method 
similar to claim 4, is rejected under the same rationale. 

With regards to claim 21 , which depends on claim 17, for performing a method 
similar to claim 5, is rejected under the same rationale. 

With regards to claim 26, which depends on claim 17, for performing a method 
similar to claim 10, is rejected under the same rationale. 

With regards to claim 27, which depends on claim 17, for performing a method 
similar to claim 1 1 , is rejected under the same rationale. 

With regards to claim 28, which depends on claim 27, for performing a method 
similar to claim 12, is rejected under the same rationale. 

With regards to claim 29, which depends on claim 17, for performing a method 
similar to claim 13, is rejected under the same rationale. 

With regards to claim 32, for an apparatus performing a method similar to the 
method in claim 17, is rejected under the same rationale. 

With regards to claim 34, which depends on claim 32, for an apparatus performing a 
method similar to the method in claim 3, is rejected under the same rationale. 

With regards to claim 35, which depends on claim 32, for an apparatus performing a 
method similar to the method in claim 4, is rejected under the same rationale. 

With regards to claim 36, which depends on claim 32, for an apparatus performing a 
method similar to the method in claim 5, is rejected under the same rationale. 



Application/Control Number: 10/790,353 Page 10 

Art Unit: 2178 

With regards to claim 41, which depends on claim 32, for an apparatus performing a 
method similar to the method in claim 10, is rejected under the same rationale. 

With regards to claim 42, which depends on claim 32, for an apparatus performing a 
method similar to the method in claim 1 1 , is rejected under the same rationale. 

With regards to claim 43, which depends on claim 42, for an apparatus performing a 
method similar to the method in claim 12, is rejected under the same rationale. 

With regards to claim 44, which depends on claim 32, for an apparatus performing a 
method similar to the method in clam 13, is rejected under the same rationale. 
4. Claims 2, 18, and 33 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Arnold et al (US Application: US 2003/0167271 A1, published: Sep. 
4, 2003, filed: Aug. 28, 2001), CTAN (Dante, published: October 2002, page 1) and Hull 
(US Patent: 5,832,110, issued: Nov. 3, 1998, filed: May. 28, 1996) in further view of 
Lahey et al (US Patent: 5,999,945, issued: Dec. 7, 1999, filed: Sep 15, 1997). 

With regards to claim 2, Arnold et al, CTAN, and Hull teach selecting a feature of 
cropped/segmented content, as similarly explained in claim rejection 1 , and is rejected 
under the same rationale. However Arnold et al, CTAN, and Hull do not teach a method 
for selecting a corner of the content of the pages. 

Lahey et al teaches aligning a set of pages by aligning the corner of content to a 
particular corner in an output page (FIG 6b, column 8, lines 47-52: whereas a pages are 
aligned by choosing a corner, such as 'upper left'). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Arnold et al, CTAN, and Hull's method for selecting a feature 
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of cropped/segmented content, to further select a corner, for aligning as taught by 
Lahey et al. The combination of Arnold et al, CTAN, Hull, and Lahey et al would have 
allowed Arnold et al's system to have been able to "specify the orientation and 
placement of a page" (Lahey et al, column 8, lines 49-50) using a specific location 
(corner) of content for more accurate alignment. 

With regards to claim 18, which depends on claim 17, for performing a similar 
method to claim 2, is rejected under the same rationale. 

With regards to claim 33, which depends on claim 32, for an apparatus 
performing a method similar to the method in claim 2, is rejected under the same 
rationale. 

5. Claims 6, 7, 14, 22, 23, 37, and 38 remain rejected under 35 U.S.C. 103(a) as 
being unpatentable over Arnold et al (US Application: US 2003/0167271 A1 , published: 
Sep. 4, 2003, filed: Aug. 28, 2001), CTAN (Dante, published: October 2002, page 1) 
and Hull (US Patent: 5,832,110, issued: Nov. 3, 1998, filed: May. 28, 1996) in further 
view of Hansen (US Application: US 2002/0067502 A1 , published: Jun. 6, 2002, filed: 
Dec. 4, 2000). 

With regards to claim 6, Arnold et al, CTAN, and Hull teach generating pages 
from a book, and performing the steps of claim 1 for all documents in a book, in claim 1 , 
and is rejected under the same rationale. However, Arnold et al, CTAN, and Hull do not 
teach selecting one or more groupings of PDF pages. 

However, Hansen teaches selecting one or more groupings of PDF pages 
(paragraph 0016: whereas a group of pages are selected and identified for processing). 
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It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Arnold et al, CTAN, and Hull's PDF alignment system to 
further include the ability to align only selected groupings of PDF pages as taught by 
Hansen. The combination of Arnold et al, CTAN, Hull, and Hansen, would have allowed 
Arnold et al's system to have the ability to have "grouped the pages or elements 
destined for a specific printing device" (paragraph 001 1) or print-output. 

With regards to claim 7, Arnold et al, CTAN, Hull, and Hansen teach a method for 
selecting a grouping of PDF pages as explained in claim 6, and is rejected under the 
same rationale. Furthermore, Hansen teaches "any particular page... may belong to 
more than one group of pages" (paragraph 0038: thus , any page includes pages that 
are odd or even). 

With regards to claim 14, Arnold et al, CTAN, and Hull teach generating aligned 
PDF pages, in claim 1, and is rejected under the same rationale. However, Arnold et al, 
CTAN, and Hull do not teach printing the PDF pages after they are aligned. 
Hansen teaches a method for printing PDF pages (paragraph 0023: whereas, electronic 
composite documents such as PDFs are printed). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Arnold et al, CTAN, and Hull's PDF alignment system to 
further include the ability to print PDF pages. The combination of Arnold et al, CTAN, 
Hull, and Hansen would have allowed Arnold et al's system to have been able to output 
the PDF pages in printed form. 
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With regards to claim 22, which depends on claim 17, for performing a method 
similar to claim 6, is rejected under the same rationale. 

With regards to claim 23, which depends on claim 22, for performing a method 
similar to claim 7, is rejected under the same rationale. 

With regards to claim 37, which depends on claim 32, for an apparatus 
performing a method similar to the method in claim 6, is rejected under the same 
rationale. 

With regards to claim 38, which depends on claim 37, for an apparatus 
performing a method similar to the method in claim 7, is rejected under the same 
rationale. 

6. Claims 8, 9, 24, 25, 39, and 40 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Arnold et al (US Application: US 2003/0167271 A1, published: Sep. 
4, 2003, filed: Aug. 28, 2001), CTAN (Dante, published: October 2002, page 1) and Hull 
(US Patent: 5,832,110, issued: Nov. 3, 1998, filed: May. 28, 1996) and Hansen (US 
Application: US 2002/0067502 A1, published: Jun. 6, 2002, filed: Dec. 4, 2000) in 
further view of Altamura et al (IJDAR, published: November 7, 2000, pages 1-9). 

With regards to claim 8, which depends on claim 7, Arnold et al, CTAN, Hull, and 
Hansen teach the selected grouping(s) , as explained in claim 6, and is rejected under 
the same rationale. However, Arnold et al, CTAN, Hull, and Hansen do not teach 
selecting a common feature for each grouping is a header or footer. 

Altamura et al teaches selecting a common feature in a document by 
recognizing/se/ecf/'ng a header and footer, whereas, WISDOM++ uses document 
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analysis and recognition technology (P7-3) to recognize document structures including 
headers (P8-1 and P8-2: whereas, header information and the page number (located 
inside the header) are selected/located as a common feature in a document, and saved 
as attribute information). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Arnold et al, CTAN, Hull, and Hansen's PDF alignment of 
grouped PDF pages, such that groups are formed by using the additional ability to 
select header information as a common attribute among documents as taught by 
Altamura et al. The combination of Arnold et al, CTAN, Hull, Hansen, and Altamura et al 
would have allowed the implementation of document segmentation into classified blocks 
such that "information on the logical structure of the document" (P8-3) is 
recognized/selected. 

With regards to claim 9, which depends on claim 8, for a method wherein the 
common feature is the page number, is similarly explained in claim 8, and is rejected 
under the same rationale. 

With regards to claim 24, which depends on claim 23, for performing a method 
similar to claim 8, is rejected under the same rationale. 

With regards to claim 25, which depends on claim 24, for performing a method 
similar to claim 9, is rejected under the same rationale. 

With regards to claim 39, which depends on claim 38, for an apparatus 
performing a method similar to the method in claim 8, is rejected under the same 
rationale. 
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With regards to claim 40, which depends on claim 39, for an apparatus 
performing a method similar to the method in claim 9, is rejected under the same 
rationale. 

7. Claims 15, 16, 30, and 31 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Arnold et al (US Application: US 2003/0167271 A1, published: Sep. 
4, 2003, filed: Aug. 28, 2001), CTAN (Dante, published: October 2002, page 1) and Hull 
(US Patent: 5,832,110, issued: Nov. 3, 1998, filed: May. 28, 1996) in further view of 
Nakagiri et al (US Patent: 6,616,359 B1, published: Sep. 9, 2003, filed: Nov. 2, 2000) 
and MacLean et al (US Application: US 2003/0103238 A1, published: Jun. 5, 2003, 
filed: Nov. 30, 2001). 

With regards to claim 15, which depends on claim 1, Arnold et al, CTAN, and Hull 
teach a method for aligning PDF pages to a selected feature, in claim 1 , and is rejected 
under the same rationale. 

However, Arnold et al, CTAN, and Hull do not teach selecting one or more 
groupings of PDF pages, previewing one of the PDF pages of the selected groupings, 
placing a first cursor on a feature of the content of the previewed PDF page, and 
aligning grouped PDF pages. 

Nakagiri et al teaches selecting one grouping of pages (Abstract: whereas, a 
print job is selected which contains a grouping of pages to be printed), and previewing 
one of the selected pages of the selected grouping (Fig 28: whereas, one of the pages 
selected in the grouping are displayed in a preview window). 
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It would have been obvious to one of the ordinary skill in the art to have modified 
Arnold et al, CTAN, and Hull's PDF alignment system to further have included the ability 
to select a group of pages, and previewing one of the pages in a grouping as taught by 
Nakagiri et al. The combination of Arnold et al, CTAN, Hull, and Nakagiri et al would 
have allowed Arnold et al's system to select and preview a group of PDF pages, and to 
have further "manipulated pages while their previews are displayed and recognizing the 
correspondence between jobs and pages" (Nakagiri et al, column 1, 55-57). 

However, Arnold et al, CTAN, Hull, Nakagiri et al do not teach placing a first 
cursor on a feature of the content of the previewed page. 
MacLean et al teaches placing a first cursor on a feature of the content of a page: 
whereas, a user marks/annotate/apply-cursor to the content of a document (paragraph 
0012: whereas the mark/cursor is used to correlate/align a second document displayed 
on a screen by locating the feature indicated by the mark/cursor in a second document), 
and furthermore the document is scanned and converted to a PDF (paragraph 0055, Fig 
4, reference number 50). 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Arnold et al, CTAN, Hull, and Nakagiri et al's system for 
previewing a group of aligned PDF pages, to further include the ability to apply a cursor 
or mark to a PDF document as taught by MacLean et al, such that the cursor/mark is 
applied to one of the previewed PDF pages. The combination would have allowed a 
"correlation step by identifying at least one alignment point on the document" (MacLean 
et al, paragraph 0012). 
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With regards to claim 16, which depends on claim 15, Arnold et al, CTAN, and 
Hull teach moving the content area of the displayed image to manually align the feature 
in one image to the common feature in a second image, as taught in claim 13, and is 
rejected under the same rationale. 

Arnold et al, CTAN, Hull, Nakagiri et al, and MacLean teach: 

• Previewing other PDF pages of the groupings, as explained in claim 15, and is 
rejected under the same rationale. 

• Applying a cursor on a feature of a first previewed PDF page, in claim 1 5, and is 
rejected under the same rationale. 

However, Arnold et al, CTAN, Hull, Nakagiri, and MacLean do not teach applying a 
second cursor to the corresponding feature in the other previewed pages. 
Yet, it would have been obvious to one of the ordinary skill in the art at the time to the 
invention to have used Arnold et al, CTN, Hull, Nakagiri et al, and MacLean's method 
for applying a cursor to a feature on a first preview page, to also use the same method 
to apply a cursor to other PDF pages in the groupings. The combination would thus 
have allowed users of Arnold et al's system to have been able to create alignment 
points for all pages in a group, such that the second cursor would have been aligned 
with the.first cursor using the method of manual image alignment/registration, as 
explained earlier in this claim. 

With regards to claim 30, which depends on claim 17, for performing a method similar to 
the method in claim 15, is rejected under the same rationale. 
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With regards to claim 31 , which depends on claim 30, for performing a method similar to 
the method in claim 16, is rejected under the same rationale. 
8. Claim 45 remains rejected under 35 U.S.C. 103(a) as being unpatentable over 
Arnold et al (US Application: US 2003/0167271 A1, published: Sep. 4, 2003, filed: Aug. 
28, 2001) in further view of CTAN (Dante, published: October 2002, page 1), Larson 
(US Application: US 2002/0188635, published: Dec. 12, 2002, filed: Mar. 7, 2002), and 
Lahey et al (US Patent: 5,999,945, issued: Dec. 7, 1999, filed: Sep 15, 1997). 

With regards to claim 45, Arnold et al, and CTAN teach generating a plurality of 
files corresponding to cropped pages of a book, as explained in claim 1 , and is rejected 
under the same rationale. However Arnold et al and CTAN do not teach grouping the 
files according to size, selecting standards for each grouping, and aligning the pages 
according to the selected standards. Additionally, claim 45 also recites the limitation: " 
...to facilitate avoiding an appearance of page jumping"; however, the limitation is an 
intended use limitation, and intended use limitations are not required to be taught by the 
Office, see MPEP § 2106 Section ll(C). 

Larson teaches grouping image files according to size (paragraph 0021 : 
whereas, image files are sorted into one or more groups based on image size). 
It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Arnold et al and CTAN's PDF cropping system to further 
include the ability to group files (such as PDF files) based on size as taught by Larson. 
The combination of Arnold et al, CTAN, and Larson would have allowed Arnold to have 
implemented a method for grouping PDF files based on file size. 



Application/Control Number: 10/790,353 Page 19 

Art Unit: 2178 

However, Arnold et al, CTAN, and Larson do not teach selecting standards for 
each grouping, and aligning the pages according to the selected standards. 

Lehay et al teaches selecting standards for each grouping, and aligning the 
pages according to the selected standards (Fig 6a, Table 6, column 23: whereas, each 
print job is comprises a group of pages (including PDFs, column 6, lines 11-12) and 
pages are aligned based on selecting a standard, such as the page placement standard 
of 'upper left') 

It would have been obvious to one of the ordinary skill in the art at the time of the 
invention to have modified Arnold et al, CTAN, and Larson et al's system to further 
include the ability to align a group of PDF pages using a selected standard as taught by 
Lehay et al. The combination Arnold et al, CTAN, Larson, and Lehay et al, would have 
allowed Arnold et al's system to have been able to specify print attributes for multiple 
files, as opposed to a single file (Lehay et al, column 2, lines 24-29). 

Response to Arguments 

9. Applicant's arguments filed 7/25/2006 have been fully considered but they are 
not persuasive. 

10. With regards to claim 1, the applicant is arguing that the Hull Patent, or any of the 
other cited references teach "avoiding the appearance of page jumping when 
generating a portable document format (PDF) representation of the book" (page 12 of 
Applicant Remarks/Arguments). However, this argument is not persuasive, since the 
claim is requiring "to facilitate avoiding an appearance of page jumping in the PDF 
representation of the book", which is an intended use limitation, and intended use 
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limitations are not required to be taught by the Office, see MPEP § 2106 Section ll(C). 
However, assuming arguendo, that the limitation in the claim was not an intended use 
limitation, the Hull Patent for aligning image fragments/documents through common 
features teaches image alignment, such as for a map of a city such that "a large 
continuous map of the city is desired ... by aligning adjacent map pages using the 
common overlapping portions" (Hull, column 3, lines 40-54). Since a final continuous 
image (by definition, continuous, means uninterrupted, or immediate spatial relationship, 
ie: no 'jumping') is a result from aligning image fragments/documents, then the final 
combination of Arnold et al, CTAN, and Hull will also produce aligned PDF images of 
the book without the appearance of page jumping; and thus, the argument is still not 
persuasive. 

11. With regards to the arguments for independent claims 17, 32, and 45 for 
including same or similar limitations/features as recited in claim 1, and thus patentable, 
are not persuasive, since claim 1, has been shown to be rejected. 

With regards to claims 7, 23, and 38, the applicant is arguing "the use of odd 
pages specifically, and even pages specifically, addresses a particular problem 
associated with duplex printing", and since "none of the cited references describe 
grouping subsets of pages particularly by odd and even pages, or even pertain to 
problems associated with page jumping for duplex printing, the generic statement that 
groupings can consist any particular arrangement of pages does not provide a 
motivation to specifically combine the references" (pages 12, and 13 of Applicant 
Remarks/Arguments). Furthermore, In response to applicant's argument that there is no 
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suggestion to combine the references, the examiner recognizes that obviousness can 
only be established by combining or modifying the teachings of the prior art to produce 
the claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
all the references are from the same problem solving area of image/document 
processing and thus analogous art, and additionally, both specifically implement print 
job technology, and composite documents (since Arnold et al teaches generating 
composite documents (PDF files, as similarly explained in the rejection for claim 1) and 
analyzing print job files (RDO print job files are analyzed, as similarly explained in the 
rejection for claim 1), whereas, Hansen teaches implementing printing technology for 
efficient processing of print jobs (Hanson, paragraph 001 1), and using composite 
documents such as PDF files (paragraph 0023: whereas, PDF files are used in print 
jobs). Additionally, with respect to the applicant's argument that the references used to 
fail to "even pertain to problems associated with page jumping for duplex printing", the 
claim language does not recite any limitation with respect to duplex printing, and the 
argument is thus not persuasive. 

With respect to the applicant's argument that all other rejected claims are 
allowable, since the base claim, upon which they depend on has been shown/explained 
to be allowable, is not persuasive, since the corresponding independent claims have 
been shown to be rejected. 
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Conclusion 

12. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Wilson Tsui whose telephone number is (571)272-7596. 
The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on (571) 272-4124. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





Wilson Tsui 
Patent Examiner 
Art Unit: 2178 
October 6, 2006 



